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INTRODUCTION

Subject to and without waiving their objections to the jurisdiction of this Court and their
claims of immunity, and subject to all other objections and defenses that the Defendant The
Board of Regents of the University System of Georgia (the BoardQ) and the Official Capacity
Defendants reserve and may raise in responsive pleadings in this case, these Defendants submit
this Reply Brief.*

Upon receiving notice of the NABP@ assertions in this case, the Board responded in a
responsible fashion by ceasing any of the alleged infringing conductand by asserting the State's
constitutional right of Eleventh Amendment immunity through objecting to the subject matter
jurisdiction of this Court based on anamendmento the Copyright Act that has consistently been
held unconstitutional, which would |eave the NABP with the remedies for redress available to it
under Georgia law.

NABP's argument for waiver of Eleventh Amendment immunity is premised on its
assertion that the Supreme Court is now following a new "approach.” While there has
admittedlybeen an evolution in the Court's analysis of the validity of attempts by Congress to
abrogate state sovereign immunity , the foundation laid in Florida Prepaid and related cases has
not been altered. Thus as one commentator has recently noted:

There are reasons to be optimistic about the future of sovereign immunity. Indeed,

it seems that the Roberts Court will reaffirm the 1996 to 2002 precedents and will

even expand the scope of the State's sovereign immunity. In particular, it appears

that the Roberts Court will: (1) limit Congress power to abrogate sovereign

immunity to statutory claims that are also constitutional claims; (2) limit

Congress power to use the Spending Clause to exact waivers of sovereign

immunity to statutory claims that are also constitutional claims; and (3) restore a
State's sovereign immunity in the Courtsof anotherState.

! These Defendants withdraw as grounds for their motion the argument that NABP did not comply with Fed. R. Civ.
P. 21 in amending its complaint to add the Official Capacity Defendants.
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William E. Thro, The Future of Sovereign Immunity, 215 Ed. Law Rep. 1 (2007) (hereinafter
arhroQ.

ARGUMENT AND CITATION OF AUTHORITIES

NABP Concedes that this Court Lacks Subject Matter Jurisdiction over NABP&
State Law Claimsfor Misappropriation of Trade Secrets and Breach of Contract

The Board and the Official Capacity Defendants explained in their initial Brief that any
state law claims against the State or its officials asserted in federal court are barred by Eleventh
Amendment immunity, even if asserted as pendent claims. (Board Br. at 27 and 31, citing
Pennhurst Sate School and Hosp. v. Halderman, 465 U.S. 89, 121 (1984)). In its Response the
NABP concedes this point, acknowledging that this Court does not have jurisdiction over the
state- law claims against the Board for misappropriation of trade secrets or for breach of contract.
(Resp. Br. at 80, 82). Therefore, at the very least, the Court should grant DefendantsOmotion to
dismiss these two state law claims asserted as Counts Two and Three of the Amended
Complaint.

. The CRCA IsAn Invalid Exercise Of Congressional Power And Does Not Abrogate
The Board@ Eleventh Amendment | mmunity

NABP concedes that absent a valid abrogation of immunity or avalid waiver suits by
private entities against a State are barred by the Eleventh Amendment. (Resp. Br. at 18 n.12).
NABP also concedes that Regentsis an arm of the State of Georgia otherwise entitled to
Eleventh Amendment and sovereign immunity. (Resp. Br. at 18 n.12). NABP contends,
however, that Congress validly abrogated the StatesOEleventh Amendment immunity when it
passed the Copyright Remedy Clarification Act of 1990 (GCRCAQ, Pub. L. No. 101-553, 104

Stat. 2749 (codified 17 U.S.C. @ 511). In the past nine years since Florida Prepaid

2 Given this concession, there is no need to discuss why NABP@ reliance on Cummings v. Ga. Dept. of Juvenile
Justice 2007 WL 4124884 (Ga. Nov. 21, 2007), and Camp v. Coweta County, 280 Ga. 199, 202 (2006) is
misplaced. Given that the State cannot be sued in federal court for state law torts, the issue of NABP@ failure to
give an ante litem notice is now superfluous.
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Postsecondary Educ. Expense Bd. v. College Sav. Bank, 527 U.S. 627, 636, (1999), however,
every Circuit Court of Appeals and every District Court that has looked at the CRCA has struck
it down as an invalid attempt to abrogate the StatesOEleventh Amendment immunity. No court
after Florida Prepaid has permitted a copyright infringement action against a State to go
forward. NABP asksthis Court to ignore that body of precedent and be the first Court to uphold
the CRCA. Because each court that has examined this issue has correctly rejected NABPGR
position, this Court should decline to uphold the CRCA.

A. The CRCA IslInvalid Because It Was Enacted Solely Pursuant to Congress@
Article!l Powers

1. The Court Should Take Congressat ItsWord When It Stated the
CRCA Was Enacted Solely Pursuant to itsArticle| Powers

As shown in the Board and the Official Capacity DefendantsGopening brief, Congress®
sole stated basis for enacting the CRCA (and attempting to abrogate the StatesCEleventh
Amendment immunity) was under Congress@ Article | powers. (BoardBr. at 16, citing H. Rep.
NO. 101-282(1) at 7.) Congress does not have the power to abrogate the StatesOEleventh
Amendment immunity under Articlel. Florida Prepaid, 527 U.S. at 636; Seminole Tribe of Fla.
v. Florida, 517 U.S. 44, 72-73(1996). NABP argues that the CRCA rould have been passed
under & 50and should therefore be upheld on that basis. (Resp. Br. at 37-40). Theissue,
however, is not what Congress Gzould haveOdone, but what it actually did.

NABP cites cases suggesting that this Court may ignore Congress@ stated basis for an
exercise of its power. (See Resp. Br. at 37-40). NABPQ@ cases do not stand for that proposition.
For example, NABP relies on dictafrom EEOC v. Wyomingl60 U.S. 226, 243 n.18, 103 S. Ct.
1054, 1064 n.18 (1983) for the proposition that Congress need not recite the words Gsection 50
or Grourteenth AmendmentOto enact valid @ 5 legislation. (Resp. Br. at 37-38). Wyoming,

however, explicitly declined to decide whether the legislation at issue (extending the ADEA to
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the States) would have been a valid exercise of Congress@ power under @ 5. 1d. Instead, it held
that Congress@ abrogation of the State® Tenth Amendment immunity was a valid exercise of
Congress@ Article | power. Asaresult, Wyoming@ discussion of whether it Gould haveOalso
upheld CongressOections under & 5 of the Fourteenth Amendment is mere dicta.®

Similarly, Fullilove v. Klutznick, 448 U.S. 448, 473-74, 100 S. Ct. 2758, 2772 (1980) on
which NABP relies, upheld legislation based on Congress@ Gpending powerOand, in dicta, said
the legislation could also be upheld under & 5 of the Fourteenth Amendment. Woods v. Cloyd W.
Miller Co., 333 U.S. 138, 144, 68 S. Ct. 421, 424 (1948) is even more inapposite. Woods upheld
legislation under CongressOwar power where it was Qplain from the legislative history that
Congress was invoking its war power to cope with a current condition of which the war was a
direct and immediate cause.O

At most, a court can engage in an (bjective inquiryOto determine if legislation is valid
under CongressOa 5 powers only if the record is silent as to what power Congress was actually
proceeding under. See, e.g., Ussery v. La. Exrel. La. Dept. of Health & Hosps., 150F.3d431,
436n.2 (5" Cir. 1998) (undertaking a & 5 analysis where the court found Qho definitive statement
by Congress as to the Constitutional authority by which it actedQ); Belch v. Board of Regents, 27
F. Supp. 2d 1341, 1347 (M.D. Ga. 1998) (undertaking a= 5 analysis where Ot is not at all clear
what power Congress thought it was acting under when it amended the Equal Pay Act in 1974.0.
In light of Congress@ express statement that it was enacting the CRCA under Article |, however,
the record is not silent here. Therefore, the Court should look no further than Congress@

unambiguous statement that the CRCA was enacted under Congress@ Article | power.

3 Indeed, seven years later when the Supreme Court actually decided whether the ADEA could be extended
to the States under the Fourteenth Amendment, it held it could not, and that Congress(3 attempt to abrogate the
State@3 Eleventh Amendment immunity was invalid. Kimel v. Fla. Bd. of Regents, 528 U.S. 62, 78, 92 (2000).
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Accordingly, the CRCA must be struck down as an invalid exercise of Congressional power.
See Seminole Tribe, 517 U.S. at 72-73.

2. Katz’s Narrow Bankruptcy Law Exception Does Not Render the
CRCA aValid Exercise of CongressQArticlel Powers

NABP contends that, instead of looking to the CRCA® sister statutes the Patent Remedy
Act (PRAQ (examined and struck down in Florida Prepaid or the Trademark Remedy
Clarification Act (OFRCAQ (examined and struck down in College Sav. Bank v. Florida Prepaid
Postsecondarfduc.ExpensaéBd., 527 US 666 (1999)), this Court should look instead to
bankruptcy law for guidance. Specifically, NABP contends that the bankruptcy case of Central
Virginia Comm. College v. Katz, 546 U.S. 356 (2006) controls this dispute. The Katz Court held
that Congress could subject the States to the bankruptcy courtsOn rem jurisdiction under Article
| because the States acquiesced in the subordination of their sovereign immunity by ratifying the
Constitution. Like so many of its other arguments, NABP urges this Court to be the first to
extend the Katz decision beyond bankruptcylaw to find the States waived their sovereign
immunity with respect to copyright laws aswell. In other words, NABP contends that copyright
law is more akin to bankruptcy law and its in rem proceedings than patent or trademark law. Of
course, NABP® argument is untenable on its face. Katz itself does not support that view, and the
only courts that have considered extending Katz to intellectual property disputes have flatly
rejected it.

The Katz majority explained the unigue bankruptcy context of its holding:

The scope of [the Statesd) consent was limited; the jurisdiction exercised in

bankruptcy proceedings was chiefly in remBa narrow jurisdiction that does not

implicate state sovereignty to nearlythe same degree as other kinds of

jurisdiction. E In ratifying the Bankruptcy Clause, the States acquiesced in a

subordination of whatever sovereign immunity they might otherwise have

asserted in proceedings necessary to effectuate thein rem jurisdiction of the
bankruptcy courts.
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546 U.S. at 378. The facts underlying the Katz decision also reflect the unique
circumstancearising out of the in rem nature of the bankruptcy laws. There, the
bankruptcy courtwascalleduponto decidewhetherthe debtorOsansérs to certain
higher education institutions in Virginia were preferential transfers, and thus whether
those transfers were the res of the debtor@ bankruptcy estate.

As NABP concedes, courts in the wake of Katz have recognized the limitations of
its analysis to the unique realm of bankruptcy law, and rejected claimantsOattempts to
vitiate sovereign immunity in other contexts. As Judge Patel in BiomedicalPatentMgmt.
Corp. v. California explained:

[Plaintiff] BPMC argues that the Supreme Court implicitly overruled Florida
Prepaid and College Savings Bank in Katz, decided this term. The holding in
Katz is carefully circumscribed, however, and does not extend beyond the realm
of federal bankruptcy law, which the Supreme Court apparently regards as sui
generis based on the history of the Bankruptcy Clause. Katz, 126 S. Ct. at 1004E .
Although the dissent in Katz criticized the majority for @ast[ing] asideCthe
Gettleddoctrine@hat Article | of the Constitution does not provide Congress with
the authority to abrogate sovereign immunity, seeid. a 100506 (Thomas, J.,
dissening), the mgjority did not mention Florida Prepaid or College Savings
Bank at al, much less overrule them. While Katz may signal aretreat from the
rigid distinction between Congressiona authority under Article | and the
Fourteenth Amendment, BPMCQ@ interpretation of the decision is far broader than
its actual language will permit.

2006 U.S. Dist. LEXIS 36452, 19-20 (D. Cal. June 2006)(emphasis added). The Federal Circuit
Court of Appeals agreed with Judge Patel@ analysis:

Finally, BPMC argues that arecent Supreme Court decision, Central Virginia
Community Coll. v. Katz, 546 U.S. 356, 126 S. Ct. 990, 163 L. Ed. 2d 945 (2006),
implicitly overruled Florida Prepaid such that sovereign immunity is no longer
available in patent infringement actionskE . The holding in Katz wassoclosely
tied to the history of the Bankruptcy Clause and the unique aspects of bankruptcy
jurisdiction thatit cannot be read to extend to actions for patent infringement.
Ses, eg., Katz, 546 U.S. at 378, 126 S. Ct. at 1005 E Because we find that Katz
cannot be read to overrule Florida Prepaid, either expressly or implicitly, we
find that the district court correctly rejected this argument.
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BiomedicalPatent Mgmt. Corp. v. California, 505 F.3d 1328, 1343 (Fed. Cir. 2007) (emphasis
added).Thus, neither the Katz decision itself, nor decisions construing it, support NABPG
argument thatKatz displaced the precedent of Florida Prepaid and College SavingsBank much
lessthat it abrogated Eleventh Amendment immunity for alleged copyright infringement.

B.  The CRCA Is An Invalid Exercise of CongressOPower Under & 5 of the
Fourteenth Amendment

As discussed in the Board and the Official Capacity DefendantsQopening brief, even if
this Court examines the CRCA under @ 5 of the Fourteenth Amendment (and it should not), the
CRCA isan invalid Congressional act under those powers aswell. (Board Br. at 17-19).
Nothing in NABP@ Response Brief compels a different conclusion.

1. Florida Prepaid Controlsthis Action and Requires Dismissal

As stated in the Board@ opening brief, every post-Florida Prepaid court examining the
CRCA has held that Florida Prepaid controls and that the CRCA isinvalid.* Florida Prepaid
involved a case of willful patent infringement (i.e., infringementthatwasnot GandomQor
QunauthorizedQ. Florida Prepaid held that the PRA was an invalid exercise of Congress@a 5
powersunderthe FourteentPAmendment. Although NABP contends that willful copyright
infringement rises to the level of adirect constitutional violation, NABP must concede that
willful patent infringement does not. See Florida Prepaid, 527 U.S. at 632-33.

At least one commentator agrees, noting that willful patent infringement does not rise to

the level of a congtitutional violation. Thro, 215 Ed. Law Rep. at 20 & n. 170 (noting that

* Chavez v Arte Publico Press, 204 F.3d 601 (5th Cir. 2000); Rodriguez v. Texas Comm on the Arts, 199 F.3d 279
(5th Cir. 2000) De Romero v. Inst. of Puerto Rican Culture, 466 F. Supp. 2d 410, 417-18 (D.P.R. 2006); Hairston v.
N.C. Agric. & Tech. Sate Univ., 1:04CV1203, 2005 U.S. Dist. Lexis 20442, at *23 (M.D.N.C. August 5, 2005);
Salerno v. City Univ. of New York, 191 F. Supp. 2d 352 (S.D.N.Y. 2001). See also Rainey v. Wayne Sate Univ., 26
F. Supp. 2d 973, 976 (E.D. Mich. 1998); Jehnsen v. New York Martin Luther King, Jr. Ingtitute for Nonviolence, 13
F. Supp. 2d 306, 311 (N.D.N.Y. 1998).
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Florida Prepaid held Qhat the States were immune from statutory claims that did not involve
constitutional violationsQ.

The crux of NABP@ entire argument is that Eleventh Amendment immunity is abrogated
under the CRCA if the alleged copyright infringement rises to the level of a constitutional
violation.® (See Resp. Br. at 22-23). NABP contends that non-GandomOand GauthorizedO
infringement(i.e., willful infringement) violates its constitutional rights to due process. But even
accepting NABPG allegations of non-QandomOand CGauthori zedOcopyright infringement as true,
Florida Prepaid shows that such conduct does not rise to the level of adirect constitutional
violation. Asaresult, Florida Prepaid controls this action and requires dismissal.

2. There Cannot Be a Constitutional Violation Because There was No
Due Process Violation as a M atter of Law

a. Georgia Provides Adequate Due Process

Even aside from the dispositive holding in Florida Prepaid, NABP failsto allege a
constitutional violation because it fails to show its alleged due process rights were violated. As
stated in the Board and the Official Capacity DefendantsQopening brief, for the CRCAto

abrogate Eleventh Amendment immunity, Congressvas required to at least make a finding that

®> The NABPG contention that when a State infringes a copyright GntentionallyOor with CauthorizationOit directly
violates the U.S. Congtitution is not well-founded. The CRCA purports to make States liable for copyright
infringement asif they were private citizens. When private citizens infringe a copyright, they do not violate the
Constitution. NABP should not be permitted to simultaneously take the contradictory positionsthat the CRCA
makes the States liable for copyright infringement like everyone else, but that because the State is the one
committing the alleged infringement, it transforms simple copyright infringement into a Constitutional violation
(unlike everyone else). See Danielsv. Williams, 474 U.S. 327, 332, 106 S. Ct. 662, 665 (1986) (GDur Constitution
deals with the large concerns of the governors and the governed, but it does not purport to supplant traditional tort
law in laying down rules of conduct to regulate liability for injuries that attend living together in society. We have
previously rejected reasoning that Gvould make of the Fourteenth Amendment a font of tort law to be superimposed
upon whatever systems may aready be administered by the States.@)(internal citations omitted). (Medical

mal practice does not become a constitutional violation merely because the victim is a prisoner,OEstelle v. Gamble,
429 U.S. 97, 106 (1976), and Galse imprisonment does not become a violation of the Fourteenth Amendment
merely because the defendant is a state official.OBaker v. McCollan, 443 U.S. 137, 146 (1979). Similarly, copyright
infringement ought not rise to the level of a Fourteenth Amendment violation merely because a State is the alleged
infringer. Certainly the Defendants do not concede that their alleged copyright infringement was a QakingOin the
sense that NABP was deprived of all economically viable use of its alegedly copyrighted work. See First English
Evangelical Church v. County of Los Angeles, 482 U.S. 304 (1987); Andrus v. Allard, 444 U.S. 51 (1979).
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the States were engaged in a practice of depriving copyright owners of their property without due
process. (Board Br. at 17-18). But Congress made no such finding. Indeed, Congress could not
make such a finding because the StatesN especially GeorgiaN provide adequat@lueprocess
through the availability of state remedies.

Of course, NABP has alleged two such state law remedies, breach of contract and trade
secret misappropriation. To clarify its position, the Board does not concede that NABP would
have a valid claim for misappropriation of trade secrets against the Board in state court under the
Georgia Tort Claim Act (GGTCAQ. The Board only contends that, to the extenNABP wishes
to assert such aclaim it would need to do so in state court and provide the required antelitem
notice and that such a claim would not be preempted by 17 U.S.C. @ 301. (Board Br. a 23 & nn.
5and 6, 27-30, 39).° Any argument to the contrary in the Board@® prior briefs is hereby
withdrawn.

Asnoted in Florida Prepaid, state remedies through, for example, a claims review board
or civil actions against the state in state court, provide adequate means to redress infringement by
the States. The Supreme Court stated that such state remedies provide adequate due process
even though patent casesN like copyright casesN can only be brought in federal court.

NABP cites Hight v. Burden180 Ga. App. 716, 717, 350 S.E.2d 471, 473 (Ga. Ct. App.
1986)for the proposition that Georgia@ Claims Review Board is not an adequate remedy.

(Resp. Br. at 32 n.20). Although the Georgia Appeals Court expressed skepticism in the

® Indeed, while claims for misappropriation of trade secrets are not listed among the enumerated matters that are
exempted from state liability under @ 50-21-24, the definition of GossOunder the GTCA does not include purely
economic or business losses that are not damage to tangible property. See O.C.G.A. ©150-21-22 (3). Thus,
depending upon the nature of the loss alleged, including whether there is damage to tangible property, a plain
reading of the statute shows that the State of Georgia has not waived sovereign immunity for misappropriation of
trade secret losses. But the Court need not decide this question, because even without a misappropriation of trade
secrets claim, the State of Georgia has still afforded copyright holders adequate remedies under the claims review
board procedure, for breach of contract, and for any other timely tort claims within the scope of the GTCA that are
not preempted.
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adequacy of the Claims Review Board, at least one subsequent federal court has questioned the
reasoning of Hight. See Cash v. Kemp, 2006 U.S. Dist. LEXIS 13244, *2 (S.D. Ga. 2006).
More importantly, the U.S. Supreme Court in Florida Prepaid explicitly stated that state claims
review boards do provide adequate remedies. Florida Prepaid, 527 U.S. at 644 n.9. This Court
isrequired to follow Supreme Court precedent, not the opinion of the Georgia Court of Appeals.

b. NABPQ® Reliance on & 1983 Cases is Misplaced

The cases on which NABP relies for the proposition thatnon@andomOand GauthorizedO
conduct violates due process (and therefore constitutes direct Constitutional violations
purportedly exempt from a Boerne analysis) are ingpposite to the issues in this case.

First, NABP relies aimost exclusively on 17 U.S.C. © 1983 cases. (See Resp. Br. at 32-
37).” But NABP has not brought a claim under & 1983 against any defendantN including the
Board. Indeed, NABP could not bring a= 1983 claim against the Board or the Official Capacity
Defendants. QN]either a state or persons acting in their official capacities are ersonsQunder ©
1983.0 Will v. Michigan State Dep't of Police, 491 U.S. 58, 71, 109 S. Ct. 2304 & n.10 (1989);
see also Lapides v. Board of Regents of the Univ. Sys. of Georgia, 535 U.S. 613, 617, 122 S. Ct.

1640 (2002). Asaresult, NABP@ o 1983 cases do not assist the Court in deciding whether the

" NABP relies on the following & 1983 cases: Zinermon v. Burch, 494 U.S. 113, 114, 110 S. Ct. 975, 977

(1990 mental patient sued physicians, administrators, and staff members at Florida state hospital under @ 1983 for
involuntarily admitting him into mental hospital, which alegedly deprived him of his liberty without due process of
law); Danielsv. Williams, 474 U.S. 327, 106 S. Ct. 662 (1986) (state prisoner sued under @ 1983 for physical injury
which alegedly deprived him of his liberty without due process of law); Hudson v. Palmer, 468 U.S. 517, 520, 104
S. Ct. 3194, 3197 (1984) (state prisoner sued prison guard under & 1983 for intentional destruction of his property
without due process of law); Parratt v. Taylor, 451 U.S. 527, 101 S. Ct. 1908 (1981) (state prisoner sued under o
1983, claiming that prison officials had deprived him of his property without due process of law); Sotter v. Univ. of
Tex, 508 F.3d 812, 2007 U.S. App. LEXIS 27397, *13, 32-33 (5" Cir. 2007) (tenured professor sued university
officials for deprivation of property without due process); Wright v. Newsome, 795 F.2d 964, 965 (11th Cir.
1986)state prisoner sued prison guards under & 1983 for destroying certain photographs without due process of law
and denying him access to the courts).

10
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Board committed a direct constitutional violation by allegedly non-random and authorized
conduct.®

At the very most, NABP® & 1983 cases stand for the proposition that following an
established and official state procedure can rise to the level of a Constitutional due process
violation. Seel.ogan 455 U.S. at 434-35 (state FERPA system); Wright, 795 F.2d at 967
(official state search and confiscation procedures). NABP does not allege, however, that the
State of Georgia had an established and official procedure that, when followed, resulted in
copyright infringement. NABP merely alleges that two state employees (Warren and Cobb)
willfully infringed NABPQ® copyrights and that the State knew or should have known abou it.
(Amended Complaint, |} 18-29). That does not rise to the level of established and official state
procedure, or one that when followed, results in copyright infringement.

Second, NABPQ@ = 1983 cases do not hold that post-deprivation remedies are adequate
nly where that deprivation came about as the result of a random and unauthorized actE O
(Resp. Br. at 32 (emphasisin original)). Indeed, the two cases on which NABP chiefly relies for
that proposition, Parratt and Hudson, actually hold directly the opposite. Namely, Parratt and
Hudson hold that the availability of post-deprivation remedies fulfills (rather than violates) due
process and therefore precludes finding a Constitutional violation. See, e.g., Hudson, 468 U.S. at
536, 104 S. Ct. at 3205 (intentionaldestruction of property did not violate due process where

state provided post-deprivation remedies); Parratt, 451U.S.527,543-44, 101 S. Ct. 1908, 1917

& The only non-a 1983 case on which NABP relies, Logan, dealt with an attack upon the State of 11linoisCconference
procedures under the Illinois Fair Employment Practices Act (FERPA). In Logan, the Supreme Court stated that it
was Qhe state system itself that destroys a complainant's property interest, by operation of law, whenever the
[FERPA] Commission fails to convene atimely conferenceN whether the Commission's action is taken through
negligence, maliciousness, or otherwise.O Logan v. Zimmerman Brush Co., 455 U.S. 422, 436, 102 S. Ct. 1148,
1158 (1982) (emphasis added). Under Logan, it therefore did not matter whether the State had not acted
Qandomlyor with Gauthority,Obecause the procedures of Qhe state system itselfOviolated the Constitution. Asa
result, Logan adds nothing to the analysis of whether non-random or authorized copyright infringement rises to the
level of a Congtitutional violation as NABP contends.

11
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(state@ post-deprivation procedures fulfilled due process). See also, e.g. Logan, 455 U.S. 422,
436, 102 S. Ct. 1148, 1158 (whether state acted intentionally or negligently isirrelevant to the
Constitutional question). Indeed, in another case on which NABP relies, Stotter 2007 U.S. App.
LEXIS 27397 at * 13, 32-33, the Fifth Circuit affirmed the dismissal of the University of Texas
and the Board of Regents (i.e., the State of Texas) from a suit alleging a constitutional
deprivation of due process brought against the University and the Board.

The Supreme Court has held for at least the last 100 years that post-deprivation remedies
constitute adequate due process.” The Supreme Court recognizes that the impracticaity of
providing any meaningful predeprivation process, when coupled with the availability of some
meaningful means by which to assess the propriety of the State® action at some time after the
initial taking, satisfy the requirements of procedurablueprocess.As NABP isfond of pointing
out, copyright ownership is aform of property. Assuch, Qhe usual rule has been Qwhere] only
property rights are involved, mere postponement of the judicial enquiry is not adenia of due
process, if the opportunity given for ultimate judicial determination of liability is adequate.@®
Mitchell v. W. T. Grant Co., 416 U.S. 600, 611 (1974), quoting Phillips v. Commissioner, 283
U.S.589, 596-597 (1931) (footnote omitted).

As the Supreme Court has stated, QParratt and Hudson represent a special case of the
genera Mathewsv. Eldridge analysis, in which post-deprivation tort remedies are al the process
that is due, simply because they are the only remedies the State could be expected to provide.O

Zinermon494 U.S. at 128, 110 S. Ct. at 985. The Supreme Court has stated that willful patent

® See, e.g., Ewing v. Mytinger & Casselberry, Inc., 339 U.S. 594 (1950)(upholding under the Fifth Amendment Due
Process Clause the summary seizure and destruction of drugs without a preseizure hearing); Bowles v. Willingham,
321 U.S. 503 (1944)(upholding the authority of the Administrator of the Office of Price Administration to issue rent
control orders without providing a hearing to landlords before the order or regulation fixing rents became effective);
North American Cold Storage Co. v. Chicago, 211 U.S. 306 (1908)(upholding the right of a State to seize and
destroy unwholesome food without a preseizure hearing).

12
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infringement falls precisely in this category. Florida Prepaid, 527 U.S. at 644 n.9 (citing Parratt
and Hudson for the proposition that Florida® post-deprivation state remedies provided adequate
due process for willful patent infringement). There is therefore every reason to think that
copyright infringement (willful or otherwise) also falls within the category of situations where
post-deprivation remedies provide adequate due process.

3. NABPG@ Georgia | OA\s-AppliedOAnalysis Does Not Apply to Single
(Class of CaseOStatutes Such asthe CRCA

NABP concedeshat a Court must explore the legidative history of a statute purporting to
abrogate Eleventh Amendment immunity (under City of Boernev. Flores 521U.S.507(1997)
where the conduct complained of does not constitute an actual constitutional violation. (See
RespBr. 22-25). In such asituation, NABP@ so-called Georgia analysis is inapplicable.
Because the Board® alleged conduct in this case cannot rise to the level of a constitutional
violation as a matter of law, as shown immediately above, NABP must concede that its Georgia
anaysisisinapplicableto this dispute. The Georgia analysisis inapplicable for another reason,
however: Georgia applies only to statutes capable of covering more than one class-of-case.

Thisistrue as a matter of common sense. Analyzing whether a statute is constitutional
Grs appliedOto the facts of a particular case (as NABP argues must be done here) makes no sense
where the statute can, by its own terms, only apply to one class of case. Thisisasotrueasa
matter of law because it is precisely what the Supreme Court has held.

In Tennessee. Lane 541 U.S. 509 (2004), the Supreme Court explicitly drewa
distinction between single class-of-case statutes (such as the RFRA in Boerne and the PRA in
Florida Prepaid) and statutes capable of being applied to more than one class-of-case (such as
Title 1l in Lane and United States v. Georgia, 546 U.S. 151 (2006)). NABP weakly argues

(without any support) that Qhere is nothing in Georgia to suggest that the framework it lays

13
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down E islimited only to Title I1Ocases. (Resp. Br. at 41). Even if Georgia could be applied to
cases other than just Title Il cases (and NABP does not provide any law that it could), NABP
cites no case where any court applied NABP® so-called Georgia / QAs AppliedOAnalysisto a
single class-of-case statute such as the CRCA.

The CRCA isasingle class-of-casestatute. See Florida Prepaid and Lane (discussing
the PRA). Likethe PRA, itsonly purposeisto subject the states to liability for intellectual
property infringement. Accordingly, NABPG characterization of this case as a so-called (Btep
TwoOcase under Georgia isinapplicable. Indeed, De Romero v. Inst. of Puerto Rican Culture,
466 F. Supp. 2d 410 (D.P.R. 2006), which was decided after Lane and Georgia, did not apply a
so-called Georgia / A\s AppliedOAnalysisN it applied Florida Prepaid and struck down the
CRCA. Accordingly, NABP@ so-called Georgia/ QAs AppliedOAnalysis is inapplicable to the
CRCA.

[Il.  TheBoard Has Not Consented to Suit or Waived Sovereign | mmunity

As explained in the Board@ openingbrief, waiver of sovereign immunity requires an
express and unequivocal declaration and cannot be implied or found constructively. (Board Br.
at 25-27.) The Board has not waived sovereign immunity and did not voluntarily invoke federal
court jurisdiction when it entered into the 1995 Agreement with the NABP. Nothing in the
Agreement expressed the intent to waive immunity; and in any event, entering into this
Agreement was not the Act of the Georgia General Assembly as required by the Georgia
Constitution for the State to waive immunity. Ga. Const. 1983, Art. I, | 11, @1X(e) (QImmunity]
can only be waived by an Act of the General Assembly which specifically provides that
sovereign immunity is thereby waived and the extent of such waiver.Q

The cases relied upon by the NABP in support of its waiver argument (Resp. Br. at 68-

80) are each distinguishable because they involve situations in which a state was found to have

14
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expressly or voluntarily agreed either to be subject to suit in federa court through aforum
selection clause expressly consenting to jurisdiction in federal court, Baum Research & Dev. Co.
v. Univ. of Mass. at Lowell, No. 1:02-cv-674, 2006 WL 461224 (W.D. Mich. Feb. 24, 2006),
aff@, 503 F.3d 1367, 2007 WL 2937300 (Fed. Cir. Oct. 10, 2007) or through removal to federal
court, Lapides, 535 U.S. at 620 (finding waiver of immunity for state law claims), or in Board of
Trustees SABIS Int® School v. Montgomery, 250 F.Supp. 2d 835 (S.D. Ohio 2002) the State of
Ohio expressly agreed to the arbitration clause that was enforced in that case. The loose rule for
determining whether a state has waived its immunity from federal court jurisdiction suggested by
NABP is far from the GtringentOtest mandated by the Supreme Court and harkens back to the
implied or constructive waiver theory expressly rejected by the Court. See College Sav. Bank,
527 U.S. at 675 (citing Atascadero State Hosp. v. Scanlon, 473 U.S. 234, 241(1985.))*°

No provision consenting to federal court jurisdiction and no arbitration or other dispute
resolution provision was included in the 1995 Agreement, and merely by entering into that
Agreement the Board did nothing to invoke federal court jurisdiction. The NABP asks the Court
to add such afederal forum selection provision to the Agreement when the parties did not agree
to one. See, 11 Samuel Williston, A Treatise on the Law of Contracts @ 31:5, GCourts May Not
Rewrite Contracts@QFourthEd. 1999)

To the contrary, the 1995 Agreement contained an integration clause through which the
parties expressly agreed:

This Agreement and attachments represent the entire Agreement of the

Parties with respect to the subject matter hereof and all agreements
entered into prior hereto are revoked and superseded by this

19 Thediscussion of the SABIS decision in the Baum Research case was dicta which the court admitted was based on
its presumption as to the premise for the SABIS decision. (Baum Research, 2006 WL 461224 at * 3-4) The only
holding of Baum Research is that a state may waive its sovereign immunity by an express and Qunequivocal O
statement in a contract that the state would submit to federal courtjurisdiction. Id. Likewise SABISstands only for
the proposition that an agreement to arbitrate may be enforced against the state.

15
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Agreement and no representations, warranties, inducements or oral
agreements have been made by any of the Parties, except as expressy
set forth herein. This Agreement may not be changed, modified, or
rescinded except in writing, signed by al Parties hereto, and any
attempt at oral modification of this Agreement shall be void and of no
effect.

(Amended Complaint, Exh. A, Section 12 at 5)

Thus, the 1995 Agreement was not a clear and unequivocal declaration of the Board®
intent to waive immunity, nor is there any evidence of the State of Georgia selectively invoking
sovereign immunity or invoking federal court jurisdiction. It was not Giffirmative litigation
conductOas there was no litigation brought in 1995, nor was it Qorelitigation activityOin
contemplation of litigation in the sense that this concept was applied in the SABI S case with
regard to the arbitration agreement the State of Ohio agreed to that was enforced in the SABIS
case. Unlike the forward looking agreements at issue in SABIS and Baum Resear ch, there were
no specific clauses in the 1995 Agreement addressing future disputes over the subject matter.

The Board@® agreement not to engage in any infringing use of NABP copyrighted
material was in no way an express waiver of sovereign immunity or consent to suit in federal
court. Frst, as one commentator has noted Qeceipt of federal funds, general participation in a
federa program, or an agreement to recognize and abide by federal laws, regulations, and
guidelines alone are insufficient to waive sovereign immunity.O Thro, 215 Ed. Law Rep. at 7
(emphasis added) (citing Atascadero, 473 U.S. at 246-47 (state@ acceptance of federal funds
under programs expressly referring to states was not a consent to suit in federal court.)

The NABP@ SABIS-Baum Research analysis also fails because, as noted in the Board@
initid brief, any claim by the NABP for breach of the 1995 Agreement could be brought in state

court and is not preempted by 17 U.S.C. ©301. (Board Br. a 23 n.6.) Thus, the authoritative

Nimmer Treatisestateswhile there have been some dissenting views, generaly breach of
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contract claims are not preempted because the promise in a contract provides an additional
element. See, Nimmer on Copyright ©1.01 [B][I] (the Gextra elementOtest) (2007); ** accord,
Architectronics, Inc. v. Control Sys., 935 F.Supp. 425, 439-441 (S.D.N.Y. 1996)
(ONotwithstanding the holdings in American Movie Classics Co. v. Turner Entertainment Co.,
and Wolff, the consensus among courts and commentators appears to be that breach of contract
claims are qualitatively different from claims for copyright infringement and therefore are not
preempted.).*? See also, CMAX/Cleveland, Inc. v. UCR, In®04F.Supp 337, 358 (M.D. Ga.
1992)

Indeed, it appears that the NABP does not wholeheartedly or consistently accept its own
preemption argument. (Resp. Br. at 76-80). First, the very filing of NABP@ breach of contract
claim against the Board in this lawsuit (Amended Complaint, Count Three) isinconsistent with
the NABP@ argument that such a breach of contract claim is preempted Elsewhere in its brief
NABP asserts that Qhe Court has jurisdiction over NABP@ breach of contract claim against
Warren under 28 U.S.C. & 1367,0(Resp. Br. at 1) and that NABP has a valid breach of contract
claim against Mr. Warren for breach of the 1995 Agreement, including Qhe more specific claim
that Warren breached his agreement to @ease and desist for profit or otherwise from all past,
present and future copying transcribing or other infringing use of NABP copyrighted materials,@®

noting only that this claim may be OmpactedOby preemption. (Resp. Br. at 81.) This position is

n [i] Additional Element of Promise. The essence of an enforceable contract, under American law, is

consideration. Without a promise there is no contract. Whereas conversely a promise on the part of one
who engages in unlicensed reproduction is not a prerequisite to his being a copyright infringer.
Consequently, pre-emption should be found absent to the extent that a breach of contract cause of action
alleges more than simply reproduction (or adaptation, distribution, etc.) of a copyrighted work.
Id.
12 Nimmer also rejects the minority holding of Wolff v. Distribute of Elec. & Elecs. Eng®s, Inc. 768 F. Supp. 66, 69
(S.D.N.Y. 1991) regarding the fact that an earlier draft of 8301 had expressly excluded breach of contract claims
from preemption, concluding that Gt could be argued that under the bill as originally drafted, enumerated claims
such as breach of contract would be deemed non pre-empted, and non-enumerated causes of action could be held
pre-empted, whereas following the amendment removing the limiting language, even non-enumerated causes of
action could be held pre-empted.O Nimmer on Copyright ©1.01[B][1].
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inconsistent with its preemption argument against the Board. If a contract clam for the alleged
breach of a contractual obligation is valid and not preempted as to one party to the contract (as
NABP asserts against Mr. Warren), it cannot be said that a claim against another party for breach
of the very same contractual obligation is preempted.

Moreover, the 1995 Agreement contained other terms in addition to the promise not to
make infringing useof NABP copyighted materials. For example, the University and
Mr. Warren agreed for a period of two years to provide the NABP with complete copies of
reviewcoursematerals. (Amended Complaint, Exh. A, Section 4 at 3-4) They also agreed that:
Qufter the expiration of the two (2) year period, Warren and the University agree to provide to
NABP complete copies of any revised review course materials upon written request.O (Id. at
4). They aso agreed that Warren or the University would pay the NABP the amount of $1,500
as payment of NABP expenses. (ld., Section 7 at 4) Each of these provisions added an extra
element not within the exclusive rights of copyright ownership. Assuch, an action to enforce
them would not be pre-empted.

Of course, NABP makes no allegation that it ever sought to exercise its contractua right
to review course materials or that the Board has ever denied any such request. (Instead the
NABP chose to ambush the Board through this lawsuit.) Moreover, the Board has never asserted
that it isrelieved of complying with its obligations under the 1995 Agreement on the basis of
sovereign immunity and it does not assert its sovereign immunity defense in this case for that
purpose. The important point for this analysisis that it cannot be said that by entering into
the1995 Agreement the Board must have implicitly or constructivelyagreed to submit to suit in

federal court.
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V.  NABP hasNo Claim against Official Capacity Defendantsunder Ex Parte Young
A. The Alleged Infringement is Not Continuing

In its response brief, NABP does not contend that the alleged infringing conduct is
actually continuing today. NABP made no response to the assertion by these Defendants that the
NABP cannot claim that there is an Gongoing violationOin light of the fact that NABPG current
test does not contain any allegedly infringed questions (See Board Br., Section VI.C.1.b. at 37-
38).

Defendants refer to portions of the record outside the Amended Complaint only with
regard to the Ex Parte Young claim for prospective injunctive relief raised in the Amended
Complaint. With the exception of NABP@ own press release announcing the reinstatement of
the NAPLEX exam, Defendants have only referred to facts that have been disclosed to NABP as
part of the record in this case. Thus, Defendants have not ambushed or surprised NABP because
Defendants have provided the information at issue in response to NABP@ discovery on the
question of subject matter jurisdicton. Defendants responded to NABP@ interrogatories with
facts showing that the alleged infringement cannot be continuing. (Defs.OResp. to Inter. No. 1
and Defs.OFirst Am. Resp. to Inter. Nos. 1 and 13).

Moreover the Courtshoud be aware that NABP relied on the Board® discovery
responses in support of NABP@ Ex Parte Young claim against the Official Capacity Defendants
both in the Amended Complaint and NABP@ brief. (See Resp. Br. at 14-16). NABP thus
selectively picked and chose only the parts of the responses to its own discovery requests that
support its position, and NABP objects to reference to portions of those same discovery

responses that show that there is no ongoing violation.
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B. If the Court Finds that it has Jurisdiction Under Ex Parte Young, the Court
Should Dismissthe Ex Parte Young Claims as M oot

In any event, Defendants have argued in the alternative that even if the Court has
jurisdiction under Ex Parte Young, NABPOslaim for prospective injunctive relief should be
dismissed because the claim is moot. (Board Br. at 38). NABP itself has made the claim moot
by discontinuing all use of the alegedly infringed questions and instituting a new test with new
test questions.

On page 13 of NABP@ Response, NABP cites a number of cases to support the
proposition that a defendant® compliance with an injunction does not moot the plaintiff@ claim
but thislaw isinapplicable here for severa reasons. As a preliminary matter, Defendants note
only two of the four cases stand for the proposition for which they have been cited.® First, none
of the cases are Ex Parte Young cases.Ex Parte Young cases are different from the cases cited
by NABP because Ex Parte Young relief against state officials is a more extraordinary remedy
than other injunction cases. (Board Br. at 31-33). Second, other acts besides compliance with a
court order have caused this case to be moot. (Board Br. at 34-38).

Severa cases have found that an Ex Parte Young claim becomes moot when prospective
injunctive relief is not available or the violation is not ongoing: Protestant Mem® Med. Ctr., Inc.
v. Maram, 471 F.3d 724, 728, 732 (7th Cir. 2006) (action was moot because the plan was no
longer in effect and all of the money had been distributed.); McWhinney v. Prairie ViewA & M

Univ., 2006 U.S. Dist. LEX1S 54726 (S.D. Tex. Aug. 7, 2006) (Because plaintiff no longer

13 The first two cases are properly cited for the proposition that compliance with an injunction does not moot a
claim: 1) Rosaly v. Ignacio, 593 F.2d 145, 147 n.3 (1st Cir. 1979) and 2) Teamsters Local 515 v. Roadbuilders, Inc.
of Tenn., 249 Ga. 418, 421, 291 S.E.2d 698, 701 (Ga. 1982). The other two cases did not address compliance with a
court order. InLeroyv. Great W. United Corp., 443 U.S. 173, 178, 99 S. Ct. 2710, 2714 (1979), the case was not
moot because appeals have not been exhausted on whether one of the parties violated a statute that the court found
to be preempted. 1d. at 178. Even though the court@ ruling allowed one of the parties to buy property, the
acquisition of the property itself did not moot the case. Id. In Maher v. Roe, 432 U.S. 464, 468 n.4, 97 S. Ct. 2376
(1977) the issue of mootness was not before the court: No suggestion of mootness has been made by any of the
parties.O
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worked there, he could not be subjected to discrimination.).** Indeed, when a state stopped
allegedly infringing a copyright, the court dismissed the Ex Parte Young claim asmoot. Rainey,
26 F. Supp.2d at 976

Here NABP@ claim became moot not only becaus@®efendantvoluntarily stopped
offering its then-current review program, but also because Plaintiff is no longer giving the test at
issue, and Mr. Warren has retired and is no longer teaching a review course or any course at the
University of Georgia. NABP cannot prevent the application of the mootness doctrine by
arguing its own action is an exception to mootness. Friendship Villa Clinton, Inc. v. Buck, 512
F. Supp. 720, 721, 728 (D. Md. 1981) (no exception to mootness exists when a plaintiff ceases

its own activity making the case moot.).

CONCLUSION

For the reasons set forth in their opening brief, and for the additional alternative reasons
stated above, the Board of Regents, each individual Board member, and the Administrators of
the College of Pharmacy of the University of Georgia respectfully urgethe Courtto granttheir

Motion to Dismiss.

% Horanv Coker, 2003 U.S. Dist. Lexis 9716 at *4-5 (D. Conn. June 4, 2003) (finding that plaintiff& claim became
moot when plaintiff died.); Cincotta v. N.Y. City Human Res. Admin., 2001 U.S. Dist. LEXIS 11457 at *33
(S.D.N.Y. duly 31, 2001) (plaintiff claim became moot when defendant gave him the letter that plaintiff sought by
injunction); Dennis v. Louisiana Sate Med. Ctr., 1992 U.S. Dist. LEX1S 15270 at *4-5 (E.D. La. Oct. 7, 1992)
(plaintiff@ claim became moot when he starting retaking the courses in New Orleans).
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